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DETAILED ACTION 

1 . Claims 1 -22 are pending in this Office Action. 



Double Patenting 

2. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

3. Claims 1-22 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-22 of copending Application No. 10/608,266. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Richardson (US 5,757,908) in view of Fitzpatrick et al. (US 2002/0184033). 

As per claim 1 , Richardson teaches, "a method of modifying a diagnostic device", 
the method comprising: 

"receiving, from a user, product-identifying information for the diagnostic device" 
(Fig. 2, elements B and B1); 

"transmitting a software key that corresponds to the product-identifying 
information and software key to be spoken to the user" (Fig. 2, element "user given 
Registration No." and col. 7, lines 36-50). 

Richardson does not explicitly teach, "a text-to-speech server and performing a 
text-to-speech conversion". However, Fitzpatrick teaches, "a text-to-speech server and 
performing a text-to-speech conversion" (paragraph 0173). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to use a text- 
to-speech server because Fitzpatrick teaches his invention uses VXML to provide 
plentiful, inexpensive and powerful web application development tools (paragraph 
0174). 

As per claim 2, Richardson teaches, "entering the software key into the 
diagnostic device, and wherein modifying the diagnostic device comprises unlocking at 
least one feature in response to the software key being entered" (Fig. 2C). 

As per claim 3, Richardson teaches, "entering the software key into the 
diagnostic device, and wherein modifying the diagnostic device comprises enabling a 
software update in response to the software key being entered" (Fig. 2C). 
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As per claim 4, Richardson teaches, "receiving, from the user, payment 
information" (Fig. 2, element C). ( 

As per claim 5, Cooper teaches, "wherein the payment information comprises 
credit card information" (Fig. 2, element C). 

As per claim 6, Richardson teaches, "receiving, from the user, feature-identifying 
information corresponding to the feature to be unlocked". 

As per claim 7, Richardson teaches, "wherein the product-identifying information 
comprises a serial number" (Fig. 2b, element "Serial No.). 

As per claim 8, Richardson does not explicitly teach, "a text-to-speech server in 
VXML format". However, Fitzpatrick teaches, "a text-to-speech server in VXML format" 
(paragraphs 0170-0173). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to use a text-to-speech server because Fitzpatrick 
teaches his invention uses VXML to provide plentiful, inexpensive and powerful web 
application development tools (paragraph 0174). 

As per claim 9, Richardson teaches, "wherein the software key is transmitted via 
the internet" (col. 7, lines 33-35). 

As per claim 10, Richardson teaches, "transmitting a prompt to the user 
requesting the user to specify a diagnostic device type" (Fig. 2, element B). 

As per claim 1 1 , Richardson teaches, "indicating to the user that a feature of the 
diagnostic device must be unlocked before it can be used" (col. 6, lines 42-67). 

As per claim 12, Richardson teaches, "wherein the product-identifying 
information is a DTMF signal" (col. 7, lines 33-35). 
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As per claim 13, Richardson teaches, "wherein the product-identifying 
information comprises a set of spoken characters" (col. 7, lines 33-35). 

As per claims 14-22, they are interpreted and thus rejected for the same reasons 
set forth in the rejection of claims 1-13. 

Contact Information 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Abul K. Azad whose telephone number is (571) 272- 
7599. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richemond Dorvil, can be reached at (571) 272-7602. 
Any response to this action should be mailed to: 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 2231 3-1 450 
Or faxed to: (571 ) 273-8300. 

Hand-delivered responses should be brought to 401 Dulany Street, Alexandria, 
VA-22314 (Customer Service Window). 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). , 
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